DOCKET NO.: 9847-0052-6X PCT 09/^55028 
t ENKEL: 8340 7 ^ ^ ^ 

^sWEffiT/PTO 2 2 MAY 2( 




; TN THF, TJNIT^rSTATFS PATENT AND TRADi 

IN RE APPLICATION OF: Lars GERTMAR, et al. 

SERIAL NUMBER: NEW U.S. PCT APPLICATION(BASED ON PCT/SE98/02166) 

FILED: HEREWITH 

FOR- A METHOD FOR MANUFACTURING A STATOR FOR A ROTATING ELECTRIC MACHINE, WHERE THE 
STATOR WINDING INCLUDES JOINTS, A STATOR AND A ROTATING ELECTRIC MACHINE 

INFORMATION DTSCI >QST FRK STATF MFNT UNDER 37 C.F.R, §1.97 

Assistant Commissioner for Patents 
Washington, D.C. 20231 

Sir: 

Applicant(s) wish to disclose the following information. 

™S( s) wish to make of record the references listed on the attached PTO Form 1449, as filed in "holding application" 
Serial No^ 09A47 325 fi led February 17, 1999, which contains subject matter related to that disclosed in th e subject apphcation and 
other bu°k fthng applications. TTireJ copies of each of the listed references were provided to the Patent Office consts ent wtth the 
tZ^lTiiL^ Paper No. 11 Response to Petition under 37 CFR 1.182 Seeking Spectal Treatment Relatmg to an 
EleSronic Search Tool, and Decision on Petition under 37 CFR 1.183 Seeking Wawer of Reqmrements under 37 CFR 1.98. 

□ A check is attached in the amount required under 37 CFR § 1 . 17(p). 

r^^AttacS a list of applicant's pending applications or issued patents which are thought to be related to the present application. 

□ A check is attached in the amount required under 37 CFR § 1.17(p). 
PFRTTFTCATION 

The ™^l^X£?L«™ contained in this information disclosure statement was cited in a communication from a foreign patent office in 

designated in 37 CFR § 1.56(c) more than three months prior to the filing of this statement. 

W mi ^ppMc,nm hereby request consideration of the attached information. A check is attached in the amount of the Petition fee required 
under 37 CFR § 1.17(0(1). 

S EEQS£ i^e^any addition* fees for the papers being filed herewith and for which no check is enclosed herewith, or credit any 
overpayment to deposit account No. 15-0030 . A duplicate copy of this sheet is enclosed. 
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DEC 0 1 1999 

SPECIAL PROGRAMS OfftCf 
DACfORPAraW 

RESPONSE TO PETITION UNDER 
37 CFR 1.182 SEEKING SPECIAL 
TREATMENT RELATING TO AN 
ELECTRONIC SEARCH TOOL, AND 
DECISION ON PETITION UNDER 
37 CFR 1.183 SEEKING WAIVER 
OF REQUIREMENTS UNDER 37 CFR 
1 . 98 

^'"^SSrrSi^SrgS.^f Petition 0nder 37 CFR 
Information Disclosure st»£.m««I? ^rrent requirements for 
the need to f ile SEIp^SX^ " nd " CFR - 1 - 98 in view 
aspects of a particSa"? Invention tL^^ 9 t0 diff ^ent 
as two separate petitions- a i}"^; T !?? P etlt ion will be treated 
relating to submission or 'an SScLSJ- ltl<>n Under 37 CFR l-«2, 
to protect proprietary JnformltJon ?h ±C Se3rCh t00 > and the "eed 
under 37 CFR l.i 83 , riqSSatSS ™?s t 5 e J ein ' and a 'second petition 
which requires filing paper £p£i"I llT ^ § 1 ' Pulsion 
each of many related appliSatSSS? references being cited in 

copi^rof^Ss^Sa^onf inYnold* ^ of 3 paper 

the extent set forth Celow. holdin 9 application is Granted to 

The Decision is set forth in five parts: 
Part I. Background 

Part II. Petition Under 37 CFR l 182 

Search Tool 
Part III. Petition Under 37 CFR 1 183 
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US * V ' Summary 
Part V. FurtheJ corre 



spondence 



The instant £att -J—Ea £ ia £SMd 

subn.itted'tTr xXts"!?^" 0 " M-l-JrfcJ^^nt aspect^" 
documents, and « otk f 5 ' D - s - Patents, Jig ,' at ?°" Wat has been 
AdditionaHy, a 4 ? °' he ; references for a f" 9 " Patent 

containing n u s L°f • related cases has b'f 1 of 671 citations 
copies have not b».n PPllcatl ° ns and 52 ~ T been , s «PPlied ' 
° £ the citatw^rthe^?." « U^ ^-- Paper 

37 CPK I. S6(b) (1) - ld6ntlfied "^ed o* a„ y 

1 - * 7 and i . 98 . 3? the Mnnet Pre^cr^T!? ^ 

Petitioner asks " rt. f1k 

question concerns LI I ' To the extent thl? i nve «i9»t« the 
rule S6 permiln 5? f 0rm in "hich the di^? Pet itio„er's 
electronic dlScl ° s "« in a a*£L£g?™» U Provided. 

or Paper and 

Petitioner, i n add'i-- 

that may not me et the de^ni^f^e to 
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S a s er o^ ty 33 SGt f ° rth ±n the rUlel " ^formation identified by 
or foreign examiners in any of the relat-^H n <5 V • V 

applications would be cited in each of \hl Sated U T 
"SiiSrSSTin ^^-^her 

ind e fo U rei f °n r SS^rSV^iSS^pSST 1119 

Rather than be required to submit, via a paper copy, each piece 

set of paper copies of references; the paper copies to be 
submitted in only the "holding" application; P - 

(b) the other related pending U.S. applications, hereafter 

d *° as the bulk filing applications, will not 
contain the paper set of reference copies but will contain 
other information, e.g., a copy of the decision on petJt^ 

^uTv^en?)^^^^ ^ ° f th * Form 14^°° 

o^il^ior 10 SSarCh t001 " 5 fining different types 

^tn^nS t S hL Pl jf r^ive^ SSTa?^^^ 

and canreiiai-VAn f u ie , , j-rom u . i> . and foreign -examiners, 

ana cancellation of this arrangement would be an option far both 

Reference to MPEP 2001.05, Petition, page 3. 

does ^V^° n /«JK? e 3 * ^ present Petition requesting relief 
aoes not set forth any commitment nor intent by applicant to 
screen such information for relevancy to each of ?he S S 
applications in which the information^ is being cited. 

application^ 9 " 11131 ° f W ° Uld bS in the ins tant holding 

Petition under 37 CFR 1.182, infra. 
Petition under 37 CFR 1.183, infra. , J 



Applicati 



on No. O9/1HP225 



Page 4 

»P^ifiS e coS?^? he ° ffice u P°n notice Th 
Petitioner ha=, 

treatment of f n ^ Sentially requested re iip f ■ 

submitted ?nni ° rmation in an electron- ln two «ea S: mi 

compliance^r^Drs 2*- any ^^^U^- t0 ° 1 ' to b * 
applications and f,f UbmiSsion "quiremeS? J tl0n ' as in 
* a <* reference in in'io^ "J 111 ^ to Provxde^L 311 bul * *±l±ng 
f^ing a PP i icat ^ n an ™ submission in only one o? 3 ?^ COpies of 
two additional se?I i5 lnstant Elding anni?'^ the bulJ ^ 
m each ap D li^?f f co Pies rather thL PP . Catlon as well as 
b « considlL 1 a ^ se f Vhich the £ f »»o».lly rSquirld 

other and drawn * nese two areas of reli~£ ( S clt ation) i s to 
Petition hfr5een°t^at d i fferent ^SiitfoST o".^ 
decision address thl ? d * 8 tWO P«titioS i nd ^W. the 
While it , ^ cne two areas of ' and the present 

benefi^ t ^ p ^ d -jable that rllLf i^f It relief -pa^tely 
in factf ^quS't^ 6 * ran ting Sf r2 ± £ e f» W ° Uld be of ^ 
Moreover, in v^ of t£ * granti ng of re?ie? ii\° ne area ^es 

rfS^JP ~:iS t= S n ££.-S? tool are more 

consider^ a'ddr^Y^^ •£ 5° r H Wr copies 

§ 1-182 shall no? J 5 hem * Accordinolv ?J S nee ded to fullv 

the instant deSSiS; eCided at th^ti me and Petiti0n unda ^ 
continue to ° ecislon on the § 1 183 „^.f. ancl « not treated i« 

course? t0 co nsidered, wfth'a decL*on°? a ? h °^ " SZl" 1 

on re ndered i n due 



Presented by th?" 1 ? that Petitioner te H. 

another as boS t ? etXti ° n may not £d£i£?*. a * h * i ssues 

tool issue represent^!" C ° Py issue «5 the iiSS"^ of °»e 

^-losure ^IT^^^^ 

• °, petition, fn. 5. 
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17 CFR 1 1 _ Pap pi 

pe?i?io"1ee d PStlti ° n ° f $13 ° be Seated « the. § ,. 1M 

provld^a'copy^^^^^'f^ info f» ati °" disclosure statement 
submitted under 37 CPR 1 97 ?nr- °2 ons or OCher information 

CFR 1 97 rut* \.Z\. '* for consideration by the Office 37 

coLidereS J„ S reSa r d 1 ?f°fr ti0n , diSCl0Sure "atements are " 
See alsoMPEP 609 paSe lot ?of llCat ^ n , in Uhi ° h the * ate file °- 
103, left-hand column 60 °- 102 - "ght-hand column, and page 600- 

filed in reaarH fi . 9 a P Dll fatrons that will be or have been 
PetinilL 9 ard to a particular technology. Accordinolv 
reference oro^hJV^ 1™" "T-"-ir1r^T^ h' 

any » Individual ? f the ° ffice in regard to 

pages 6 and ° ther tW ° SetS become corrupted (Petition, 

applicant would^aL^he^D^su^s " th " 

SSft^tS Jnstanr-nSlI^ iS J l0 ?-° £ . the th " e ° f ? a P« 

proposes t-H=^ "^ant holding* applxcation, the petition 

a ^1445 ^if?Sa 0 ?he L? Ulk fll±n9 •Wllc.tlonS wouiSreceive 
and the Form "4 9 Un each of^he b^f (Petition ' W 7) 

be updated, pursuant to flling a PPlications) would 

time the three se?s of n™L • re< ^ements of § 1.97, each 

ree sets of P aper copies are updated. The petition is 

deterliL WO K Uid u PreSUmably Up t0 the Technology Center to 
acce^S? h ° W bSSt t0 St ° re thS ^^rence seVahd how it* & to be 
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silent as to whether other types of information that may be 
submitted in the holding application IDS, e.g., concise 
explanations of foreign language documents under § 1.98(a)(3), 
would also be supplied in all the bulk filing applications. 

Suspension of action: In view of the use of the instant 
application as a holding application (to contain a complete set 
of paper copies of reference citations, which can be consulted by 
the examiner when examining any of the other bulk filing 
applications that have a Form 14 4 9 but not the paper, copies) , the 
petition states that upon allowance of the instant holding 
application the right is reserved to file a petition to suspend 
action in the instant application so that the application can 
remain as the holding application (Petition, page 7) . 
Alternatively, upon agreement of the Assignee and a Director of 
the Technology Center involved, an alternate application may be 
designated as the holding application. 

New su bclasses : The petition envisions an affirmative duty on the 
Technology Center to establish new subclasses that will include 
each of the references submitted during the course of prosecution 
of the bulk filing applications. 8 In addition, the Office is to 
agree that "[ejxaminers will be required to search these newly 
created subclasses" (from submissions by the Assignee and later 
by others) "as part of the routine patent prosecution process." 
Petition, page 8. 

Termination: Petitioner seeks a right of termination, 9 which is 
to be a mutual option. Termination is to be by written notice, 
to the attorney of record if the Office terminates and -the filing 
of a termination request and by contacting the Director ofc TC 
2800 if applicant terminates. Conventional IDS procedures "would 
begin three months after notice of termination. 



8 The new subclasses will later be supplemented by references 
supplied by others who may file applications related to the same 
technology. 

9 Although termination is discussed under a section related 
to licensing of the electronic search tool and the petition 
generally (Petition^ pages 10 and 11)., it is presumed that 
Petitioner intends to have the termination provision apjAy' to the 
waiver of paper copies if that albne is granted. » 
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37 CFR 1.183 provides relief for extraordinary situations, when 
justice requires suspension of any requirement of the regulations 
which is not a requirement of the statutes. The instant petition 
urges that not only would applicant be spared the necessity of 
submitting duplicative paper copies of references in 200 
applications, but also the Office would benefit from not having 
to handle and store the duplicative sets of copies. While there 
may be some negative effects from the Office's point of view in 
terms of making the copies available to different examiners 
handling the various applications, 10 on balance, there is seen to 
be sufficient benefit to justify waiver in this instance. 

Accordingly, the petition under 37 CFR 1.183 is granted to the 
extent indicated and under the terms and conditions as are set 
forth below. 11 



10 Even thought the technology of the applications may be 
related, the specific claims of the applications may require 
different classifications of the applications and the quantity of 
applications would dictate the need for more than one examiner to 
timely examine the applications. 

ll The waiver being granted in this instance is not intended 
to set a general precedent where there is more than one 
application containing related subject matter. The Office, 
however, intends to use the instant grant to study whether the 
opportunity for waiver can be extended to other applicants in 
similar circumstances, and whether a more general program can be 
announced. . One factor that will be considered is the extent to 
which relevant information (that may not be necessarily r^juired 
by § 1.56(b) but which would nonetheless be useful to the 
examiner, e.g., § 1.56(a)(1) and (2) ) , is submitted rather than 
huge dumps of nonrelevant or marginally relevant information. 

It is noted that while the petition only refers to the 
submission of citations that are made by both U.S. and foreign 
examiners, the term * include" is used (Petition, page 2) which is 
open ended. The Petition states that it is the intention to 
submit a copy of every reference identified both by U.S. 
examiners in the 200 U.S. applications and by foreign examiners 
in as many as 40 corresponding foreign applications for each U.S. 
application (Petition, page 3). It has not been stated whether 
the current 671 reference citations currently of record represent 
only those citations made by U.S. and foreign examiners *n 
whether they include citations from other sources, such as-, a 
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The § 1.98(a)(2) requirement for (the submission of) a copy of 
each IDS citation in a bulk filing application will be waived in 
the bulk filing application provided that the following 8 
conditions are complied with: 

1) Three paper copies of each IDS citation are or have 
been submitted to the Office; 



2) The (bulk filing) application for which waiver of 

§ 1.98(a) (2) is desired refers to the instant holding 
application, such as by a claim of priority under 35 
U.S.C. 120 , or as containing related technology; 

3) The information is or has also been cited in the 
holding application; 

Note: Applicant is not required to cite in each bulk 
filing application every item of information that is 
cited in the instant holding application. Items should 
be cited in each bulk filing application on the basis 
of relevancy and materiality to the particular claims 
in the bulk filing application and what each piece of 
information teaches. 

A waiver is not granted (for the requirement to supply 
a paper copy of an IDS citation in another bulk fiiing 
application) where the citation is not, or has not 
been, made in the instant holding application. 

4) A copy of this Decision is filed in the bulk 'filing 
application; * 

5) Explanatory information related to a particular 
.citation, such as the concise explanation of a foreign 
language reference under § 1.98(a)(2), once submitted 
in the holding application must be supplied in each 
bulk filing application where the citation is made. 

6) The Office accepts and specifically reserves the right 
to terminate the waiver grant in regard to § 1.98(a) (2) 
without provision of reasons. In such event, a two 
month period will be given where paper copies would 



preexamination search or third party citations. 
Petition, page 19. 



See alsft * 
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have to be supplied in all applications where new 
citations are made. Should a termination of the waiver 
be desired by the Of fice, the Office will provide 
written notice to the correspondence address of record. 
Termination by applicant may be by returning to 
compliance with § 1.98(a)(2) without formal notice 
thereof and no transition/continuing period after 
termination is required. 

7) The grant of the § 1.183 petition re § 1.98(a)(2) does 
not indicate that the Office would favorably treat a 
petition to suspend action under § 1.103(a) should the 
instant application be allowed. Issuance of the 
instant application as a patent is not seen to 
terminate its usefulness either: (1) as a holding 
application for references by examiners working on 
other related applications, 12 or (2) as a vehicle for 
the storage of references to be cited even after the 
patent issues (35 U.S.C. 301, 37 CFR 1.501, and MPEP 
2202) . Should the instant application become 
abandoned, the issue of continued introduction of paper 
copies of new citations could be taken up at that time. 
The Office, however, may consider suspending or taking 
other appropriate action in the instant holding 
application in the event the holding application is 
allowed, if it is in the best interest of the Office to 



8) The Office has established a series of Official Digests 
in Class 17 4 based on the technology represented by the 
instant invention (a classification schedule thareof is 
attached). As is the case will all Digests, their 
usefulness will be continually evaluated. The Of fice 
will place the holding application' s references in the 
Digests as they are determined to require such 
placement and as new ones are brought to the attention 
of the Office either by Petitioner or a third party. A 
search of the Digests themselves or what they contain 
(such as the holding application or reference copy 
sets) , either in paper copy or electronic form, will be 



12 The patent file can be kept in the Technology Center for 
easy reference, or rather than rely upon the patent, either the 
reference set of paper copies could be utilized, or the^)£fice 
may decide to rely on the Digests being created. ;• » 



do so . 
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conducted when mandatory based on the classification of 
the claims, or when deemed advisable - on a case by 
case basis. 

Part IV. Summary 

A Decision on the Petition under 37 CFR 1.182, drawn toward 
submission of the electronic search tool, will be acted upon in 
due course when all outstanding issues are resolved. 

The petition under 37 CFR 1.183 agreeing to supply three copies 
of each IDS citation in a holding application and requesting 
waiver of the paper copy requirement for submission in every 
related application under § 1.98(a) (2) is granted, however, the 
following is not agreed to: 

the grant of a future petition under 37 CFR 1.103 for 
suspension from publication of the holding application 
should it be allowed, 

the required search of subclasses from one of the three 
sets of paper copies and placement of one of the other 
sets of paper copies therein, and 
- any termination provision more than two months (rather 
than the three months that the petition sets forth) 
from notice of termination. 

Part v, Further corregpQndence 

Further correspondence with respect to this matter should be 
addressed to Hiram H. Bernstein, Senior Legal Advisor, Special 
Program Law Office, as follows: 

Commissioner of Patents and Trademarks * 
Box DAC 

Washington, D.C. 20231 
(703) 308-6916 

Attn: Special Program Law Office 

Special Program Law Office 
Crystal Plaza Four, Suite 3C23 
2201 South Clark Place 
Arlington, VA 22202 

Telephone inquiries specific to this matter should be directed to 
Mr. Bernstein at (703) 305-9285. 



By mail: 

By FAX: 
By hand: 
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The instant application will be retained by this Office: for a 
periqd^££ TWO MONTHS to await any response to the instant 

Sn, and for the purpose of continuing review of the § 1.182 
electronic search tool. * 




Law Office 

puty Assistant Commissioner 
y and Projects 



Attachment: List of Digests 13-33 



Digest 13 HIGH VOLTAGE CABLE (E.G., ABOVE 10KV, CORONA PREVENTION, ETC.) 

Digest 14 . Having a particular cable application (e.g., winding, etc.) 

Digest IS . . In a power generation system (e.g., prime-mover dynamo, generator system, etc.) 

Digest 16 . . In a motive power system (e.g., electric motor control system, etc.) 

Digest 17 . . In an electric power conversion, regulation, or protection system 

Digest 18 . . In a power distribution network 

Digest 19 . . In a dynamo-electric machine 

Digest 20 ...Stator 

Digest 21 ... Rotor 

Digest 22 ... Winding, per se 

Digest 23 . . In a circuit breaker, relay, or switch 

Digest 24 . . In an inductive device (e.g., reactor, electromagnet, etc.) 

Digest 25 ... Transformer 

Digest 26 . Having a plural-layer insulation system 

Digest 27 . . Including a semiconductive layer 

Digest 28 ... Plural semiconductive layers 

Digest 29 . Having a semiconductive layer 

Digest 30 . Having insulation with a particular dimension or geometry 

Digest 31 . Having a shield or metallic layer 

Digest 32 . Having means for cooling 

Digest 33 . Method of cable manufacture, assembly, repair, or splicing 
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